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c.) Amendments to Drawings: 

The following sheet of drawing (sheet 5/6) includes changes to Fig.5. This sheet, which 
includes Fig. 5, replaces the original sheeting including Fig. 5. 
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d.) Remarks 

Claims 1-10 are pending in this application. Claims 1, 3, 7 and 9 have been 
amended in various particulars as indicated hereinabove. 

Claims 1-10 are pending in the application. Claims 1-10 are rejected. 

Turning now to the merits, Claims 1-6 and 9 are objected to because of 
informalities. Claims 1-6 and 9 have been amended to overcome these informalities. 

Claims 1-4 and 6-10 were rejected under 35 U.S.C. 102(b) as being anticipated by 
Luck et al., US 5,257, 182 ("Luck"). This rejection is respectfully traversed for the 
following reasons. 

It is well established that a claim is anticipated under 35 U.S.C. §102, only if each 
and every element of the claim is found in a single prior art reference. 1 Moreover, to 
anticipate a claim under 35 U.S.C. §102, a single source must contain each and every 
element of the claim "arranged as in the claim." 2, 3 Missing elements may not be 
supplied by the knowledge of one skilled in the art or the disclosure of another reference. 4 
If each and every element of a claim is not found in a single reference, there can be no 
anticipation. 

The scanning device as disclosed in Luck moves the stage relative to a beam of 
light. This is done, for example, for the purpose to capture the whole slide at a low 
resolution. Amended Claim 1 now claims the device of the present invention in which a 
scanning mirror guides an illumination beam over or through the specimen, 
accomplishing the scanning of the desired area. Moreover, the device as claimed in 
amended Claim I has means for calculating signatures of a recorded multidimensional 
image, which can be two. three, four etc dimensional. Nowhere in Luke a disclosure of a 

1 VeregalBros. v Union OH Co. of California, 814 F.2d 628, 631, 2USPQ2d 1051, 1053 (Fed. Cir. 1967). 

2 Structural Rubber Prods, Co. v. Park Rubber Co., 749F.2d707 t 716, 223 U.SP.O. 1264. 1271 (Fed 
Cir. 1984). 

3 Lewmar Marine inc. v. Barient, Inc., 827 F2d 744, 747, 3 US.P.Q. 2d 1766, 1 766 (Fed. Cir. 1987), cert, 
denied, 484 US 1007 (1988). 

4 Titanium Metals Corp. v. Banner, 778 F2d 775, 780, 227 U.S.P.Q. 773, 777 (Fed Cir. 1985). 
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device producing images with the number of dimensions (degrees of freedom) of more 
than 3 could be found. 

Therefore, each and every element of amended Claim 1 cannot be found in Luke. 
Amended Claim 1 satisfied the novelty requirement of 35 U.S.C. §102 and is allowable. 

Claims 2-6 depend off allowable Claim 1 and are allowable. 

Similarly, amended Claim 7 is directed to a method comprising scanning a 
specimen by using a scanning mirror to guide an illumination beam over or through the 
specimen and recording a multidimensional image. The nature of the recorded image, as 
claimed in amended Claim 7, can vary from two dimensions to higher than 3. No such 
disclosure could be founding Luke. 

i Therefore, each and every element of amended Claim 7 cannot be found in Luke. 
Amended Claim 7 satisfied the novelty requirement of 35 U,S,C. §102 and is allowable. 

Claims 8-10 depend off allowable Claim 7 and are allowable. 

Claim 5 was rejected under 35 U.S.C. 103(a) as being unpatentable over Luck et 
al., in view of Soenksen US 6,71 1,283 (Soenksen). This rejection is respectfully traversed 
for the following reasons. 

For an obviousness rejection to be proper, the Patent Office must meet the burden 
of establishing a prima facie case of obviousness. The Patent Office must meet the 
burden of establishing that all elements of the invention are disclosed in the cited 
publications, which must have a suggestion, teaching or motivation for one of ordinary 
skill in the art to modify a reference or combined references. 5 The cited publications 
should explicitly provide a reasonable expectation of success, determined from the 
position of one of ordinary skill in the art at the time the invention was made. 6 



5 In re Sang $u Lee, 277 F. 3d 1338, 61 USPQ2d 1430 (Fed. Or. 2002). 

SlnreFine, 5 U&P.Q2d 1596, 1598 (Fed Cir. 1988); in re Wilson, 165 U.S.P.O. 494, 496(C.CP.A. 
1970); 

Amgenv. Chugai Pharmaceuticals Co.. 927 U&P.QM 1016, 1023 (Fed Cir. 1996); 
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Claim 5 is a dependent claim which incorporates the elements of amended Claim 



1. It is respectfully asserted that the combination of Luke and Soenksen does not disclose 
a confocal scanning microscope in which a scanning mirror guides an illumination beam 
over or through the specimen, accomplishing the scanning of the desired area. Moreover, 
the combination of Luke and Soenksen does not disclose a confocal scanning microscope 
that has means for calculating signatures of a recorded multidimensional image, which 
can be two, three, four etc dimensional. Consequently, the requirement of establishing 
that all elements of the invention, as claimed in Claim 5, be disclosed in the cited 
publications has not been met. Therefore, Claim 5 meets the non-obviousness 
requirement of 35 U.S.C. 103(a) and is allowable. 

Applicant believes that the present application is in condition for allowance. A 
Notice of Allowance is respectfully solicited. Should any questions arise, the Examiner 
is encouraged to contact the undersigned. 



Respectfully submitted, 




Maria M, Eliseeva 
Registration No.: 43,328 



Tel.: 781 863 9991 
Fax: 781 863 9931 



4 Militia Drive, Suite 4 
Lexington, Massachusetts 02421 
Date: September 20, 2005 
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